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DETAILED ACTION 



Claim Rejections - 35 USC § 102(b) 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-2, 4, 6-15, 17-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bohm (U.S. 4,346,782). 

Bohm discloses a cured damping structure comprising a substrate coated with a 
softer acrylic resin layer and harder PVC layer (abstract, column 1 , lines 10-14, column 
2, lines 12-31 and column 3, lines 52-55) as in claim 1, where epoxides are also usable 
material for the coating layer(s) (column 2, lines 59-68). Bohm teaches it is known to 
spray the coating layers (column 2, lines 1-9), which would render the coated layers 
fluid resin compositions. Figure 1 shows that no part of the hardest layer in the cured 
product layers is directly formed on the substrate, as in claim 6. The substrate of Bohm 
is a thin metal sheet (column 1, lines 10-12) as in claim 16. Bohm discloses the acrylic 
resin layer comprises methacrylate and the second layer comprises a filler (column 4, 
lines 15-27) as in claims 28-29. Because Bohm lacks tin, low molecular weight siloxane, 
anionic constituents and outgas, the limitations of claims 19-22 are met as specifically in 
claims 21-22, 100 ppm or less is interpreted as having a value of zero. Because the 
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coatings of Bohm are used on motor vehicle underbodies, it is inherent for the layers to 
be formed on concave substrate, as underbodies for vehicles have varying shapes, 
including concave shapes. Because Bohm discloses a cured laminated structure 
comprising a substrate with at least two of the cured layers having a different hardness, 
where the outer layer is harder than the intermediate layer, the hardness, specific 
gravity and glass transition temperature of the layers are inherent. The claiming of a 
new use, new function or unknown property which is inherently present in the prior art 
does not necessarily make the claim patentable. In re Best, 562 F.2d 1252, 1254, 195 
USPQ 430, 433 (CCPA 1977). Mere recitation of newly-discovered function or property, 
inherently possessed by things in prior art, does not cause claim drawn to those things 
to distinguish over prior art. In claims 14 and 15, the phrases, "formed by applying and 
curing the fluid resin compositions" and "formed by applying and curing the respective 
fluid resin composition" introduces a process limitation to the product claim. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966. Further, process 
limitations are given no patentable weight in product claims. In claim 17, the phrase, "for 
an apparatus generating vibration and sound" is an intended use. A recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
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intended use, then it meets the claim. In a claim drawn to a process of making, the 
intended use must result in a manipulative difference as compared to the prior art. See 
In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). In claim 18, the phrase, "curability selected from the group consisting of ... 
mixing curability" constitutes a 'capable of limitation and that such a recitation that an 
element is 'capable of performing a function is not, a positive limitation but only requires 
the ability to so perform. 

Claim Rejections - 35 USC § 103(a) 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 3, 5, 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
et al. Bohm (U.S. 4,346,782). 

Bohm is relied upon for claim 1 as above. Bohm does not explicitly teach the 
thickness of the layers as in instant claims 3, 5). Although Bohm does not disclose the 
thicknesses as claimed, thickness is an optimizable feature. It would have been obvious 
to one of ordinary skill in the art to optimize the coated layers of Bohm because 
discovering the optimum or workable range involves only routine skill in the art. The 
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thickness directly affects durability and of the laminated material. In re Aller 105 USPQ 
233 and see In re Boesch, 617 USPQ 215. 



Claim Rejections - 35 USC § 103(a) 

5. Claims 23-45 are rejected under 35 U.S.C. 103(a) as being unpatentable over et 
al. Bohm (U.S. 4,346,782) in view of Sophiea et al (U.S. 6,277,903). 

Bohm is relied upon for claim 1 as above. Although Bohm discloses 
epoxides are usable material for the cured coating layer(s) (column 2, lines 59-68) the 
reference does not specifically teach the outer coating layer comprises epoxy resin. 
Sophiea teaches cured sprayable epoxy coatings which have sound damping properties 
which can be applied to substrates such as vehicles, which can be used instead of 
polyvinyl chloride based coatings and can easily be placed or coated on odd shaped 
(concave) objects (column 1 , line 9 through column 2, line 26). Bohm and Sophiea are 
combinable because they are related to a similar technical field, which is cured 
sprayable coatings for vehicles. Therefore, it would have been obvious to one of 
ordinary skill in the art to replace the pvc coating of Bohm with an epoxy coating of 
Sophiea as Sophiea teaches it is known to replace conventional pvc coatings with 
epoxy coatings, which have improved sound damping properties and are more flexible 
in coating odd shapes objects (column 1, lines 10-12 and 34-47). In claim 27, the 
phrase, "photo-curable" constitutes a 'capable of limitation and that such a recitation 
that an element is 'capable of performing a function is not a positive limitation but only 
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requires the ability to so perform. Because the combined references teach a first cured 
layer of acrylic resin and a second cured epoxy resin, the hardness, specific gravity and 
glass transition temperature of the layers are expected, absent any evidence to the 
contrary, as in claims 33, 35, 36 and 41 . Although the combined references do not 
disclose the thicknesses as claimed, thickness is an optimizable feature. It would have 
been obvious to one of ordinary skill in the art to optimize the coated layers of Bohm 
because discovering the optimum or workable range involves only routine skill in the art. 
The thickness directly affects durability and of the laminated material. In re Alter 105 
USPQ 233 and see In re Boesch, 617 USPQ 215. Because Bohm lacks tin, low 
molecular weight siloxane and outgas, the limitations of claims 42-44 are met as 
specifically in claims 44, 100 ppm or less is interpreted as having a value of zero. 
In claim 45, the phrase, "for a HDD" is an intended use. A recitation of the intended use 
of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. In a claim drawn to a process of making, the intended use must result 
in a manipulative difference as compared to the prior art. See In re Casey, 152 USPQ 
235 (CCPA 1 967) and In re Otto, 1 36 USPQ 458, 459 (CCPA 1 963). 
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Conclusion 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1 522. The examiner can normally be reached on Monday through Friday 9:00 AM 
- 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on (571) 272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Y. Ferguson 
Patent Examiner 
AU 1794 



